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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 29 August 2006 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 46-57,60-64 and 66-70 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 46-57,60-64 and 66-70 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

£>)□ The specification is objected to by the Examiner. 

10) [3 The drawing(s) filed on 16 September 2003 is/are: a)K accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1. Q Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date 5/20/04. 3/29/06. 5^2/06 . 



4) 0 Interview Summary (PTO-413) 
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DETAILED ACTION 

The Office acknowledges the receipt of Applicant's election and Amendment, 
filed on 29 August 2006. 

Election/Restriction 

Applicant elects Group II, claims 46-57, 60-64, and 66-70, without traverse. 
Claims 42-70 are pending. Claims 42-45, 58, 59, and 65 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being drawn to a nonelected 
invention/species. Claims 46-57, 60-64, and 66-70 are examined. 

Information Disclosure Statement 

Initialed and dated copies of Applicant's IDS form 1449, filed on 20 May 2004, 22 
May 2006, and 29 March 2006, respectively, are attached to the instant Office action. 

Reference No. C2-C4 in the IDS filed on 29 March 2006 and reference No. C5- 
C108 in the IDS filed on '22 May 2006 are not considered because they are not 
compliant with 37 CFR 1 .98 (b)(5). See MPEP §609. 

Claim Rejections - 35 USC § 112, 2 nd U 

The following is a quotation of the second paragraph of 35 U.S.C. §112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 46-57, 60-64, and 66-70 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential elements, such omission 
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amounting to a gap between the elements. See MPEP § 2172.01. The omitted 
elements are: the constituents of the complex in each step of the claimed method. 

Claims 46, 47, 60, 66, and 69 are rejected under 35 U.S.C. §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Regarding claims 46, 47, 60, 
66, and 69, the phrase "capable of renders the claim indefinite because it is unclear 
whether the limitations following the phrase are part of the claimed invention. See 
MPEP § 2173.05(d). 

Clarification and/or correction are required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made: 

Claims 46-57, 60-64, and 66-70 are rejected under 35 U.S.C. §1 03(a) as being 
unpatentable over Griffin etal. (US 5,756,291). 

The instant invention is a method of identifying an aptamer that binds to a target, 
the target being capable of binding a target partner, wherein the binding of the aptamer 
to the target increases the binding affinity of the target for the target partner. 

Griffin et al. describe a method for identifying aptamers specifically bind target 
molecules such as cell surface molecules or glycoproteins (Abstract and col. 13, lines 
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40-47). Generally, Griffin et al. describe various methods (col. 42-80) to identify specific 
binding oligonucleotide sequences by incubating a pool of oligonucleotides with 
support-bound target molecules and detaching the resulting target-oligonucleotide 
complexes from the support. See col. 1, lines 32-59. Specifically, Griffin et al. describe 
a preferred variation, for selection of aptamers that bind to surface antigens, involving a 
procedure wherein negative selection is first carried out followed by a positive selection. 
In accordance with this procedure, a pool of random oligonucleotides is combined with a 
tissue culture medium. The oligonucleotides are allowed to remain in contact with cell 
cultures for a sufficient period of time to allow binding between oligonucleotides and cell 
surfaces which lack the target molecule. When this binding occurs, a negative selection 
process has been carried out, i.e., oligonucleotides which are not the desired aptamers 
can be eliminated by their binding to nontarget surfaces. Following this negative 
selection, a positive selection step is carried out. This is done by combining the 
oligonucleotides which did not bind to the surfaces lacking target molecules thereon 
with a cell culture containing the target molecule on their surface. Such a negative- 
positive selection protocol can be carried out in a medium containing human or bovine 
serum in order to select aptamers under simulated physiological conditions. See the 
paragraph bridging columns 29-30. The resulting complexes are removed from the 
uncomplexed oligonucleotides and the bound aptamer population is recovered and 
amplified as usual. See col. 29, lines 17-27. Most relevantly, Griffin et al. disclose 
exemplary approaches involving the use of multiple selections to derive aptamers with 
highly specific properties, as an example, a round of selection involves selecting those 
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oligonucleotides that bind to a complex between a target, thrombin, and a target 
partner, thrombomodulin. See col. 24, lines 1-13. A diverse pool of oligonucleotides 
can be in the first generation, which can subsequently be used to generate a second 
generation that is more target-based. See the paragraph bridging col. 35-36. 

0 

Although Griffin et a/, do not disclose the specific application as claimed, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the negative-positive aptamer selection protocol of Griffin et al. by designating 
the bound target-target partner/analog complex as the "target molecule" and the 
unbound target or target partner/analog by itself as the "nontarget molecule" for the 
purpose of the selecting aptamers that facilitate the complex formation. The skilled 
artisan would have been motivated to do so to develop aptamers that function as a 
carrier that delivers the therapeutic cargo to the specific desired binding site. There 
would have been a reasonable expectation of success, given the general protocol of 
aptamer negative-positive selection protocol with suggested variations to obtained 
desired aptamers and the teaching that a wide variety of materials, including cell 
surface glycoproteins, can serve as targets, as taught by Griffin et al. Thus, the 
invention as a whole was clearly prima facie obvious to one of ordinary skill in the art at 
the time the invention was made. 

Remarks 

No claim is allowable. 
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Contact Information 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Louise Humphrey, Ph.D. whose telephone number is 
571-272-5543. The examiner can normally be reached on Mon-Fri, 9:30 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bruce Campell can be reached on 571-272-0974. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 




